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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/26/2009 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 16-28 and 30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 16, line 6, "the direction" lacks a prior antecedent. 

In claim 16, line 8, "the inside face" lacks a prior antecedent. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 15 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reiley et al. (U.S. Publication No. 2003/0028250) in view of Zucherman et al. (U.S. 
Patent No. 5836948). 

Reiley et al. discloses an intervertebral implant comprising a spacer having a 
body with a top end face 36 and a lower end face 38 opposite the top end face. The top 
end face 36 has a groove 42 wherein the groove comprises a first side and a second 
side. The first and second sides of the groove each have an opening (Figure 20). The 
lower end face 38 has a longitudinal housing extending orthogonally to the groove 42 
and formed on a bottom end face of lower part 38 as seen in the figure below. 




Fig.: 
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The implant can be implanted between the fifth lumbar vertebra and the sacral 
vertebra (Paragraph 20) where in a top portion will be in the longitudinal housing (Figure 
38). It is noted that the illustrated figure does not show the sacral vertebrae, however, a 
top portion of the lower vertebrae in figure 38 is in the longitudinal housing. 

Reiley et al. also fails to disclose that a strap having a first end passed into the 
first opening and a second end passed into the second opening. Zucherman et al. 
teaches an interspinous implant 20 having a groove 26 for receiving a spinous process 
that has a tether 31 passed into openings on the side faces of the groove 26 (Figure 2). 
The tether 31 can pierce the process or go around it. It would have been obvious to 
one skilled in the art at the time the invention was made to construct the device of 
Reiley et al. with a strap connected at the holes on the side of the grooves for 
attachment to a spinous process in view of Zucherman et al. Substituting one known 
means of attachment o a spinous process for another, would have been obvious to one 
skilled in the art. 



Response to Arguments 

In response to Applicant's argument that Reiley fails to disclose a longitudinal 
housing extending orthogonal to the groove, the Examiner respectfully disagrees. A 
housing as defined in Merriam-Webster dictionary is something that covers or protects, 
an enclosure, or a support for mechanical parts. The member 44 extends longitudinally 
down from the groove and is perpendicular to it. The concave portion of the member 
forms a housing since it can be considered a portion that covers or a support for 
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mechanical parts. The concave portion extends along member 44 and thus is also 
perpendicular to the groove. In regard to the use of the device, as stated before, the 
intended use of a device does not define over prior art if the structural limitations have 
been met. 

In response to Applicant's argument that it would not have been obvious to one 
skilled in the art at the time the invention was made to combine the references of Reiley 
and Zucherman, the Examiner respectfully disagrees. Applicants contend that 
substituting the strap of Zucherman for the rod of Reiley would not have been obvious. 
Both Reiley and Zucherman disclose spinal implants that have a groove portion for 
receiving a spinous process. Thus substituting known fixation means for one another 
would have been obvious. Applicants further contend that the substitution would not 
have yielded predicable results since Reiley requires a rigid fixation. The rigid fixation 
of Reiley is obtained by pedicle screws 52. Furthermore, as stated in paragraph 80, the 
rod 48 is optional, thereby showing that member 48 is not relied upon for rigid fixation. 
Therefore, using a strap to secure the spinous process within the groove would have 
yielded predicable results of maintaining the spinous process within the groove. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW YANG whose telephone number is (571)272- 
3472. The examiner can normally be reached on IFP. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on (575)272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew Yang/ 
Examiner, Art Unit 3775 



/Thomas C. Barrett/ 
Supervisory Patent Examiner, Art 
Unit 3775 



